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DETAILED ACTION 

A response and amendment was entered and received on August 13, 2007. All 
arguments were fully considered. 

Claims 11-13 and 15-24 are pending. 



Election/Restrictions 

1 . Applicant has overcome the restriction set forth in the office action mailed on July 
18, 2007 by amendment. Withdrawn claims 11-13 and 15-24 have been rejoined to the 
originally presented invention. 

2. Claims 1 1-13 and 15-24 are examined on the merits in this office action. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 11-13 and 15-24 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-3 of U.S. Patent No. 
6,605,461 . The claims of the instant application recite a fermentation broth comprising 
slime-forming Sphingomonas bacterial cells and an exopolysaccharide in slime form 
that is obtained by culturing Sphingomonas bacteria, specifically those selected from 

M 

the group consisting of ATCC PTA-3487, ATCC PTA-3486, ATCC PTA-3485, ATCC 
PTA-3488 and mixtures thereof, and specifically wherein the bacteria are grown in a 
submerged, aerated liquid culture and wherein the dissolved oxygen exceeds 5% of 
saturation of water after 24 hours of culturing, for a time and temperature, specifically 
for about 48 to about 96 hours at a temperature of 25 degrees C to about 35 degrees C, 
effective for providing a broth from which an exopolysaccharide, specifically one of the 
claimed exopolysaccharides, can be recovered with alcohol precipitation, specifically 
using from about 1 to 1 .5 volumes of alcohol, at a temperature of about 25 degrees C to 
50 degrees C, wherein the process yields at least about 10 grams of exopolysaccharide 
per liter of broth. 

5. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the claims of the patent are drawn to an isolated 
Sphingomonas bacterium selected from the group consisting of selected from the group 
consisting of ATCC PTA-3487, ATCC PTA-3486, ATCC PTA-3485, ATCC PTA-3488, 
specifically wherein the bacterium produces an exopolysaccharide in slime form, 
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wherein the exopolysaccharide is selected from the group consisting of the claimed 
exopolysaccharides, when subjected to submerged fermentation. Although the claims. 

■ 

of the instant application recite a broth and the claims of the patent recite a bacterium, 
the instantly claimed broth is the direct result of culturing the bacterium by submerged 
fermentation. One of ordinary skill in the art would have been motivated to produce the 
instantly claimed broth using the patented strains because the claims of the patent 
recite that the strains may be used for the production of the claimed exopolysaccharides 
by submerged fermentation. One would further have been motivated to use the claimed 
conditions to produce the instantly claimed fermentation broth because the culturing 
conditions that can be used to arrive at the claimed fermentation broth are recited in the 
specification of the instant application. Also, the instant claims recite a product that is 
defined in terms of the process by which it is made (i.e. the specific culturing conditions) 
and in terms of a characteristic (i.e. that the process yields a specific amount of 

* 

sphingan exopolysaccharide). There is no evidence that there is an unobvious 
difference between the strain that has been cultured by submerged fermentation, as 
described in the claims of the patent, and the broth that is claimed in the instant 
application. One of ordinary skill in the art would have had a reasonable expectation of 
success in producing the instantly claimed fermentation broth using the bacteria claimed 
in the patent because the patent describes the production of the claimed fermentation 
broth using the claimed bacterial strains. Therefore, the claims of the instant application 
are rendered obvious in view of the claims of the copending application. 
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6. It is noted that the claims were not rejected on the grounds of double patenting in 
the office action mailed on March 22, 2006 because a requirement for restriction was 
made in an office action mailed on September 12, 2002 during prosecution the parent 
application, US Application 09/905829 (now US Patent 6,605,461 ). Three separate 

* 

inventions were set forth in the application: (I) a method of producing 
exopolysaccharide; (II) an exopolysaccharide; and (III) a bacterium. In the parent 
application, applicant elected to prosecute the invention of group III, i.e. the bacterial 
strains which are claimed in US Patent 6,605,461 . In the instant application, all claims 
were initially directed to the invention of group II, i.e. the exopolysaccharide. Since the 
claims have been amended to recite a broth comprising the patented bacteria, there is 
no longer an unobvious difference between the two inventions. Therefore, the claims of 
the instant application are subject to a double patenting rejection. 

Claim Rejections - 35 USC § 102/103 

* 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

m 

4 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

r 

USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

4 

I * 

the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U:S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

11. Claims 15, 17, 18, 20, 23 and 24 stand rejected under 35 U.S.C. § 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as obvious over Pollock 
(US Pat. 5,854,034). Claims 15, 17 and 18 recite a fermentation broth comprising 
slime-forming Sphingomonas bacterial cells and an exopolysaccharide in a slime form, 
specifically the exopolysaccharides recited in clams 17 and 18, wherein the 
exopolysaccharide can be recovered from said fermentation broth by alcohol 
precipitation at a temperature of about 25 degrees C to about 50 degrees C to yield at 
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least about 10 grams of exopolysaccharide per liter of broth. Claims 20, 23 and 24 
recite a fermentation broth comprising slime-forming Sphingomonas bacteria, wherein 
the bacteria are grown in a submerged, aerated liquid culture, and wherein the 
concentration of dissolved oxygen exceeds about 5% of saturation of water after 24 
hours of culturing, specifically wherein the exopolysaccharide is one which is recited in 
claims 23 and 24. 

12. Pollock discloses a fermentation broth comprising Sphingomonas and the 
claimed polysaccharide products. The polysaccharides of Pollock appear to be identical 
to the presently claimed products, based on the fact that the prior art products have 
chemical structures identical to the chemical structures of the claimed polysaccharides. 
See Fig. 6, disclosing gellan gum, welan gum, rhamsan gum, and NW-11, as recited in 
the claims, and col. 14, lines 26-51, disclosing the fermentation broth and the recovery 
of exopolysaccharide by alcohol precipitation. Consequently, the claimed products 
appear to be anticipated by the cited references. 

13. However, even if the reference products and the claimed products are not one 
and the same and there is, in fact, no anticipation, the, reference products would, 
nevertheless, have rendered the claimed product obvious to one of ordinary skill in the 
art at the time the claimed invention was made in view of the fact that one of ordinary 
skill would have reasonably expected nominal differences in the structures of 
polysaccharides produced by different fermentation batches, depending on the 
conditions used to prepare the polysaccharides. Further, although Pollock does not 
teach the specific conditions under which the exopolysaccharides are precipitated, one 
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of ordinary skill in the art could have arrived at the claimed conditions by routine 
experimentation. One of ordinary skill in the art would have had a reasonable 
expectation of success in producing the claimed fermentation broth because Pollock 
teaches methods by which to culture Sphingomonas bacteria to produce the claimed 
exopolysaccharides. 

% 

14. Thus the claimed invention as a whole was clearly prima facie obvious especially 

in the absence of sufficient, clear, and convincing evidence to the contrary. 

Note that MPEP § 21 1 3 states that: 

. . . [w]hen the prior art discloses a product which reasonably appears to 
be either identical with or only slightly different than a product claimed in a 
product-by-process claim, a rejection based alternatively on either section 102 or 
section 103 of the statute is eminently fair and acceptable. As a practical matter, 
the Patent and Trademark Office is not equipped to manufacture products by the 
myriad of processes put before it and then obtain prior art products and make 
physical comparisons therewith. In re Brown, 59 CCPA 1063, 173 USPQ 685 
(1972). 

MPEP § 21 13 also clearly states that 

The Patent Office bears a lesser burden of proof in making out a case of 
prima facie obviousness for product-by-process claims because of their 
peculiar nature than when a product is claimed in the conventional 
fashion. In re Fessmann, 180 USPQ 324 (CCPA 1974)." 

Thus, it is clear that the alternative-type rejection set forth herein is explicitly 

4 

authorized by the MPEP. 



Response to Arguments 

■ 

1 5. Applicant's arguments filed August 1 3, 2007 have been fully considered but, 
regarding the rejection under 35 USC 102/103 in view of Pollock (US Pat. 5,854,034), 
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they are not persuasive. Applicant argues that the reference does not teach every 
claimed element of the instantly claimed invention, as required by 35 USC 102, and that 
a prima facie case of obviousness was not established, as required by 35 USC 103. 
Applicant argues that the claimed fermentation broth differs from that taught by Pollock 
because the reference does not teach the production of slime-forming (i.e. unattached) 
polysaccharides, which can be recovered by alcohol precipitation of a fermentation 
broth. 

16. In response to applicant's argument that Pollock does not teach or render 
obvious every element of the claimed invention, it is noted that Pollock teaches a 
fermentation broth comprising slime-forming Sphingomonas bacterial cells and an 
exopolysaccharide in slime form, wherein the exopolysaccharide can be recovered from 
the fermentation broth by alcohol precipitation (col. 14, lines 26-51). Although Pollock 
does not specifically teach the claimed characteristics, e.g. the conditions under which 
the exopolysaccharide can be recovered and the yield which may be recovered, the 

■ 

percentage of exopolysaccharide in the broth, and the viscosity of the broth, Pollock 
teaches the claimed exopolysaccharide which is produced by the claimed bacterial 
culture. Thus, the exopolysaccharide produced by Pollock is either identical to the 
claimed exopolysaccharide, or could be obtainable by one or ordinary skill in the art 
through routine experimentation, especially in the absence of evidence to the contrary. 
Applicant further argues that Pollock does not teach a slime-forming exopolysaccharide, 
as evidenced by the inability to precipitate the exopolysaccharide using alcohol. 
However, Pollock teaches the precipitation of the sphingan exopolysaccharide by 
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alcohol precipitation; thus, the exopolysaccharides of Pollock appear to be in slime- 
form. Therefore, Pollock either anticipates the claimed invention, or in the alternate, the 
claimed invention is rendered obvious in view of Pollock. 

17. Therefore, applicant's arguments have been fully considered, but have not been 
found to be persuasive. 

Conclusion 

1 8. No claims are allowed. 

1 9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 

■ 

the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sheridan R. MacAuley whose telephone number is 
(571 ) 270-3056. The examiner can normally be reached on Mon-Thurs, 7:30AM- 
5:00PM EST, alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached on (571) 272-0926. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 

■ 

published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SRM 

/Ruth A Davis/ 

Primary Examiner, AU 1651 



